Fall 2011 Trademark exam: compilation of strong answers


This year’s exams were generally quite good; applying the curve was challenging.  I have collected here some answers that I liked, whether for ability to get to the heart of the matter without too much extraneous information or a nice turn of phrase.  Please contact me with any further questions.

Rebecca Tushnet

Rlt26@law.georgetown.edu
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Question 1: 


The first issue that needs to be dealt with is the pre-2004 usage of the mark CALZOR. Black was the first to use the mark and appears to have made a valid transfer to Brown. However, the mark was likely abandoned by Brown because of the at least 3-year gap of non-use from 2000 to 2004. (Lanham Act § 45). There is no indication that there was any intent to resume except for the hindsight reasoning of Brown actually resuming use of the mark. The mark should be ruled abandoned though because Brown does not seem like a big entity and there was no evidence of any planning to resume use.. (Crash Dummy). Also, skateboards and t-shirts are not like the heavy equipment in the fire truck or Ferrari cases we studied. They are not as durable and break often; there is unlikely to be as much continuing public recognition in these marks. Additionally, the turnover in the skating market is probably fairly high; teenagers do it and then grow out of it to be replaced by new teenagers unfamiliar with the brands of several years prior. The blurb by the magazine and similar stories tend to rebut this finding a little, but on balance, I doubt the presumption can be rebutted.


The abandonment finding means that the priority issue should focus on the post-2000 activities of the two parties. It also means that the question of control over the product is not relevant. Even if Black lost control of the trademark because she was no longer responsible for the quality, it has been abandoned and is now free to the public. Preliminarily, CALZOR for the goods at issue here is fanciful and therefore inherently distinctive. Under the reasoning in Blue Bell v. Farah, the first use in commerce for Brown for clothes is late February 2006 because that is when they were first sold to customers. Similarly, the first use in commerce date for skateboards was July 2006 because that is when they were first sold to the public. The internal design sessions and negotiations with Target and other manufacturers should not count because the trademark has not started serving its purpose of identification to the consuming public at this time. While it might be used for identification by the manufacturers and Target, they are only a few players and much more sophisticated and capable of knowing the source of their products than consumers even without a trademark. For example, they would certainly have records of not only the CALZOR mark but Brown herself for source identification purposes. For Black, the first use in commerce date for skateboards is November 2, 2005, and for t-shirts it is December 15, 2005. Both of these dates beat the respective actual use in commerce dates for Brown. Additionally, both of these dates pre-date her ITU application date, which is likely perfected assuming she appropriately files her statement of use. 

Under Blue Bell, a single use could be enough if it is followed by continuous commercial utilization. Here, Black started using in commerce prior to Brown and is entitled to priority. Brown might argue that the 7th circuit’s reasoning in Zazu should apply because of the disparity in sales numbers and limited public recognition of Black’s CALZOR. However, I believe Blue Bell is a better line of reasoning because it does not unfairly disadvantage small businesses. The bigger user shouldn’t be able to overwhelm the smaller, earlier user. That is not the American way. Black should have priority.


Geographic distinctions and restrictions also might apply in this scenario. Black as the senior user will maintain rights in the area where she was prior to Brown’s ITU application date (Thrift), but Black might not have nationwide rights based on a website, meager Google advertising, and meager sales figures. Assuming the perfected ITU, Black may be frozen in place and Brown allowed to operate in the other areas of the country. We would want to know more facts about where sales took place in order to more thoroughly answer this question.
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Question 1: 


Calzor is an arbitrary mark for skateboards and clothing (Abercrombie), so whichever party got its products to market first would have won the initial priority (Blue Bell v. Farah). There do not appear to any bars to registration here that would or should have prevented registration. Black’s entry to the market and sales from 1976 to 1987 would have created ownership in the mark. Black’s sale of the business and Calzor mark to Brown in 1987 was not a transfer in gross because sale involved both the legal right in the mark and its good will (Clark & Freeman Corp. v. Heartland). Therefore, Brown definitely owned the mark until 1999 when it stopped production. There are two elements to determine whether Brown abandoned the mark: non-use and intent not to resume use (Lanham Act §45) (Silverman v. CBS). The relevant intent is the intent not to resume use within the reasonably foreseeable future (Silverman). Given that Brown minimized focus on the Calzor brand until sales started to decline and then decided to cease production of Calzor products, intent not to resume use within the reasonably foreseeable future is demonstrated by these facts. Additionally, three years of nonuse is prima facie evidence of abandonment (§45). The Calzor mark was unused by Brown once sales stopped in 2000 for at least three years.


Therefore, the Calzor mark was up for grabs when Brown decided to revamp the brand in 2004. The issue then becomes whether either party made bona fide use of the mark before Brown’s intent to use application. If Black made bona fide use after Brown’s ITU, the use would not matter because recognizing Black’s use would defeat the point of the ITU process (WarnerVision Entertainment Inc. v. Empire of Carolina). Black had minimal use of the Calzor mark for skateboards and t-shirts through small sales in 2005. However, Black’s efforts were recognized by the biggest skateboarding magazine and several websites. This is distinguishable from L’Oreal v. Zaza Salon where the salon’s small sales were insufficient to create knowledge in the market. Additionally, unlike in L’Oreal, Brown never contacted Black to inquire about the mark. Brown made many preparations to use the Calzor mark through 2004 and 2005. Unfortunately for Brown, preparations to use a mark in commerce are insufficient to constitute use in commerce required in §45 (Aycock Engineering v. AirFlite).


Brown could have avoided this situation by filing the ITU application in 2004. Black wins priority because of the 2005 skateboard and t-shirts sales, which overlap directly with Brown’s intended uses for clothing and skateboard goods. Black’s opposition claimed a first use date of 1976 however, so in order for Black to win, the TTAB must be willing to award priority based on its own determination of first use – which it should be able to do. Additionally, this decision is good policy because it limits the ability of companies to warehouse brands, as was found undesirable in Proctor & Gamble v. Johnson & Johnson.
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Question 2:  

Little Ceaesars (LC) has two claims against Pete’s – Infringement due to likely confusion and dilution.  Because LC’s mark is incontestable for restaurant services we will assume that its registration is valid.  Section 32(1) of the LA provides that there is infringement if one imitates the mark of another and such use is likely to cause confusion in the minds of the consuming public.  The factors articulated by the court in Polaroid are typically used to assess the likelihood of confusion and we will consider them in turn.  

(1) Strength of Plaintiff’s Mark: The strength analysis focuses on two sub-factors:  conceptual strength and market strength.  LC’s slogan is not necessarily conceptually strong because it appears almost purely descriptive of the services offered by LC (pizza) nonetheless, the slogan is stylized and has probably acquired secondary meaning.  The Market strength of LC’s slogan is indisputable as revealed by advertising, sales, and public works.  Although, 75% of those surveyed correctly understood that LC was a source of pizza restaurant services -  it is not clear that same segment of the public knows that “pizza pizza!” referred to LC.  In the end, his factor favors LC.

(2) Degree of similarity between plaintiff’s and defendant’s marks:  Similarity is examined on three levels (i) Sight; (ii) Sound; (iii) Meaning.  Each must be considered as it is encountered in the marketplace.  The marks are not visually similar as revealed by the differences between Pete’s sign and the LC logo.  The meaning of the words is neutral – both refer to pizza, however Petes’ use of “apizza” refers to a specific geographic point of origination.  
The main issue here is the similarity in the sound of the words as encountered in the market place.  The combination “petes apizza” sounds like the LC slogan, yet this is neither the official name of the business, nor is it the correct pronunciation of the term.  In the end, I think the similarity analysis favors Pete’s because the offending term is most often encountered in written form on the internet, website domain name and yelp, in newspapers, and on signs.  On the radio ad the the term is pronounce properly.  Thus, substantial aural similarity only arises when people informall refer Petes as “Petes apizza.” 

(3) Relatedness of products or services.  Under this test courts must assess whether the two products at issue compete with each other in the same market.  Here, both restaurants sell roughly the same product factor appears to favor LC.  

(4) Likelihood that Plaintiff will “Bridge the Gap:” This factor looks at whether plaintiff is likely to expand into the market occupied by defendant.  In all likelihood, the plaintiff has already expanded in to Concordia because it is a national franchise.  Thus it favors LC.

(5) Evidence of Actual Confusion:  This is the only factor that looks at direct evidence.  The absence of misdirected communications or other indicia of confusion favors Pete’s.  In addition, LC’s failure to introduce survey evidence on confusion might harm its case because it is a large company capable of conducting such surveys.   LC might argue that there is initial interest confusion caused by the term but it is unlikely to prevail.  This is demonstrate out by the web search results which indicate that the disputed phrase, when typed in to google, points to the proper source – Pete’s – rather than LC.  There is no evidence that typing in “pizza pizza” would direct a user toward Pete’s rather than LC.  

(6) Defendant’s good faith in adopting the Mark:  This factor favors Pete’s because there is no evidence that the defendant adopted the mark in bad faith – in fact the defendant takes affirmative steps to differentiate itself from LC by properly pronouncing “apizza” and referring to itself by full name in ads to minimize potential confusion.

 (7) Quality of defendant’s product or service: This is usually ignored under modern tests, but would probably favor Pete’s because there is no evidence that its pizzas are of inferior quality.

(8) Sophistication of the buyers/Degree of Care:  Expensive products are usually bought with more deliberation so confusion less likely; Specialized professionals purchasing goods related to their profession are less likely to be confused than members of the general public.  Here the general pizza buying public would probably be considered unsophisticated.  However people do seem to develop definite tastes and preferences for food products and are often careful where they eat.  I would rate this prong as neutral.

(9) Channels of trade:  This factor likely favors Pete’s because it is a local restaurant restricted to a specific geographic area.  As a result the vast majority of the public is unlikely to encounter the restaurants in public.

Ultimately, the confusion analysis favors Pete’s.  In particular I accorded great weight tto
the lack of similarity between the marks as typically encountered in the market place and the near total absence of any confusion demonstrated by LC.  LC should lose this claim.


LC should likewise lose its Dilution claims under federal law.  As a threshold, LC must demonstrate that its mark is famous under 1125(c).  This is an “either or” proposition in the dilution contest.  The primary evidence of LC’s fame is its nationwide presence via marketing and franchising and the survey indicating that 75% of restaurant goes understand that LC is a source of restaurant services.  However, as stated previously, it is not clear from the surveys that the slogan “pizza pizza!” is as famous as the LC name itself.  Even if the mark is famous, there is no blurring our tarnishiment.  Dilution by blurring is assessed by examining six statutory factors (i) Similarity of marks; (ii) Degree of inherent or acquired distinctiveness of the famous mark; (iii) Extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark; (iv) Degree of recognition of the famous mark; (v) Whether defendant intended to create an association with the famous mark (does not require bad faith finding);  (vi) Any actual association.  As noted previously the marks are not “similar” as encountered in the marketplace, there is no bad faith on the part of defendant to create an association, no evidence of such an association in the minds of the public.  The lack of similarity and absence of public association between plaintiff and defendant are particularly relevant in showing that blurring is not possible.  Pete’s simply does not “impair” the source identifying function of LC’s slogan.  In addition, there is not tarnishment because there is nothing to indicate any possibility of harm to the reputation of LC (Starbucks v. Charbucks). 

State law applies here because the defendant’s mark is not federally registered.  In contrast to the federal fame requirement - the applicable law of Concordia requires only that the mark be “distinctive.”  LC’s national presence and advertising efforts should easily establish that “pizza pizza” has a distinctive quality.  With distinctiveness thus established, the question becomes whether Pete’s has “reduced the selling power” of LC’s slogan (Deere).  This does not require a finding of confusion.  Under the rationale of Deere, it is also significant that the plaintiff and defendant are operating pizza businesses in (presumably) in competition with one another (though it is not clear that LC operates near Petes).  The deere court seemed to suggest that this increased the likelihood of a dilution finding.  In Hormel v. Henderson the absence of direct competition was a factor militating against dilution but that result is explicitly foreclosed by the statutory language here (“notwithstanding absence of competition”).  In the end, the state law claim is a close call.  I believe the tie would go to Pete’s because, unlike the plaintiff in deere, the defendant is not affirmatively employing the “Petes Apizza” phrase to “poke fun” at it and take away the selling power of plaintiff’s slogan.
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Question 3:


First, there is no indication whether Harvard, Yale, and the Y are registered marks, but this distinction will not have an effect on the overall analysis; it might affect which provisions an action is brought under. Also, this is a commercial use because they are selling the shirt, but it is not the purely commercial advertising type use that is generally afforded lesser protections.

Use of Harvard’s Name


Harvard could likely bring a 43(a) type claim arguing that the usage of the Harvard name in big, capital letters across the center of the shirt improperly suggests endorsement or sponsorship. However, this case is an ideal candidate for a nominative fair use defense because the mark is being used to refer to the trademark owner. (Tabari) This defense comes in both a 9th circuit and 3rd circuit version. In a move reminiscent of what other courts do, I am going to focus on the 9th circuit, New Kids, test because it more readily applies, and I believe that this use is not likely to confuse. I want a test that confirms that inclination. The first factor is satisfied here because the creator of the shirt needs to refer to Harvard to identify the school and education/research/etc. services; the 3rd circuit first factor might not be satisfied because it asks whether we really need to be talking about Harvard at all in the first place instead of whether having decided to do that whether we need to use the mark. Using the mark here avoids having to say that prestigious, old higher education institution located outside of Boston that is known for having famous alumni. The second factor is satisfied because the shirt’s creator only took the name and nothing more. The third factor is likely satisfied because the shirt does not have Harvard’s color or other things that might suggest sponsorship. The third circuit’s test is more stringent and might not be satisfied with accord to this factor. The New Kids nominative fair use test will dispose of the 43(a) type claim brought by Harvard.


There also might be federal claims (both blurring and tarnishment) and state dilution claims brought about by this use, but I believe the federal claim could be defeated by the parody exclusion in (c)(3). The state law claim might not have the exception, but I believe that First Amendment interests would strongly imply, if not require, that the analysis be the same.

Use of Yale’s Y and Color


Similar to the analysis above for Harvard, Yale’s similar claim is appropriately dealt with through nominative fair use. The big difference here is that the defendant took Yale’s color as well as its letter Y. I think this would still satisfy the second prong of the nominative fair use test at use in the 9th circuit because it did not take the full name and the color. If it had done so, I would be more inclined to say that it failed this part of the test because it took more than is reasonably necessary. I think that having taken only the Y, it could be reasonably necessary to take the color as well to identify Yale’s product.

Use of Facebook’s Trade Dress


The first issue is whether Facebook has anything protectable that is being used here on this shirt. They would argue, and likely succeed, that the facebook thumbs up icon is a protectable trademark in these colors on this background. The shirt creators took the icon, the color scheme, and even the naming scheme used by Facebook to show who “liked” your status. Facebook would make a 43(a) claim about false sponsorship, endorsement, or affiliation. I think this is an appropriate case to do what the Waloquast court did and go through the normal rule but ultimately find no likelihood of confusion because of the parodic element of the usage. I think courts have gone a little too far in protecting speech that is just not confusing. I will go through a much shorter version than the 70 pages that court used. Strength favors Facebook because of massive marketplace strength. Similarity of marks facially favors Facebook because it was an almost exact taking but the parody does the job of making sure people see that it is different. This usage both conveys that it is Facebook and is not actually Facebook or endorsed by them etc. The inclusion of the three ridiculously high profile stars in the like column in conjunction with them liking such a sordid, negative message conveys that Facebook is not in fact behind this.

Proximity favors t-shirt creators because I don’t think Facebook is really in that business. Similarly, FB is not likely to bridge the gap. There is no evidence of actual confusion. Intent: there was clear intent to copy. Quality is not really that relevant here. Finally, the degree of care is low (I doubt even Harvard and Yale students, who might be sophisticated in many areas, scrutinize the purchase of a $25 t-shirt). In a normal analysis, all of these factors favoring Facebook might lead to a finding of LOC, but the parodic nature of the taking is such a strong statement to the consuming public, that the similarity factor overwhelms the others and favors a finding of no LOC.

Facebook might make a dilution argument, but the trade dress at issue here might not be federally famous because there is still a decent portion of the public that is not on Facebook. Some people on it probably don’t go on very often and wouldn’t recognize it. If it is though, the 43(c) exclusion should apply. The state law claim might be more successful because there is no federal fame requirement. However, I think the First Amendment concerns would require they be analyzed in the same manner and find no dilution.

Use of Celebrity’s Names


Each of the celebrities mentioned has both a Lanham Act claim, which provision depending on whether registered or not, and a state law right of publicity claim. The Lanham Act claims can be dealt with through the nominative fair use defense discussed above. The shirt is using the trademark, the names, to refer to the actual trademark owner, the person at issue. The shirt needed to use the names, as opposed to the parenthetical information you provide in the question, and took no more than was reasonably necessary. The third prong in the ninth circuit test is a little problematic because of the thumbs up and like language. This actually might suggest sponsorship, and doubly so for Mark Zuckerberg because of his actual affiliation with facebook. However, most people would not think it likely that these three advocate dropping out of college. Even if they have advocated that at some point because of their own success, the public probably doesn’t know this fact  and would therefore not assume sponsorship of that message on a t-shirt. Additionally, the general message of “Drop out” is so negatively regarded in society that even if these three did privately believe it was the best course of action, they wouldn’t crassly throw it on a shirt to be misconstrued. I know the last several sentences of actually been somewhat conclusory about the entire LOC analysis, but courts have done it in the past and are likely to do it again. The Lanham Act claims will not succeed.


The state right of publicity claims seem to fit into both the NY and California tests. The shirt uses the names for commercial or trade purposes without written permission. However, there are several defenses that can work to overcome the ROP claims. The Rogers test was originally conjured up for titles and claims under the Lanham Act, but it has become a vehicle for examining ROP claims even in the body of works (Rock Star case). Like in Rock Star, this is creative expression in a work protected by the First Amendment that is not commercial speech in the limited sense. Under Rogers, there is some artistic relevance in a work about Harvard dropouts to refer to some Harvard dropouts. The next question is whether it is explicitly misleading. The Like and thumbs up sign could be argued to do so, but I think people understand that the Like button does not mean endorsement when they click it. In fact, some people often like things with which they explicitly disagree or think our outrageous just to spread it. They don’t think they are necessarily affiliating, endorsing, or sponsoring it in a trademark sense. Explicitly misleading probably means something like “sponsored by.” The other defense is the “transformative” test under Saderup. Here, this shirt gets its main value from the creator’s contributions, not the names of the celebrities. Additionally, the inclusion of multiple celebrities indicates transformativeness because you are no longer evoking the identity of one person, but a more abstract successful Harvard dropout identity. Neither test fits perfectly but I believe they both point in the same direction. For this reason, I would discuss both in a bench memo or brief before a court in showing that the state law ROP claims are not winners.
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Question 4:

A. Because the proposed Comedy Central CC TM is not a word mark, the Abercrombie spectrum is not particularly appropriate to analyze inherent distinctiveness, but rather
the Chippendales dichotomy of a “mere refinement of a common design” should be
used.  Immediately, it would seem that the “C within a C” logo is a mere refinement
of the Copyright symbol, and in fact the people at Comedy Central admit as much.
The mark only think separating this mark from the copyright symbol is a tiny bit of
white space on the outer C, so visually they are very similar and that points to a mere refinement of a common design.  However, it is likely that the logo has acquired
secondary meaning since its use from January 1st 2011 until June 2011 because of the
high visibility the mark receives during broadcasts on Comedy Central.  The mark is displayed during all non-ad content on the network, which is viewed by millions of
people daily, including several millions for certain shows.  Also, the channel is
carried on all cable platforms, so even people who don’t watch the channel surely flip through and see the symbol.  Millions of TV viewers (which is a significant number
of prospective viewers), when seeing a TV program with the CC bug in the corner
would recognize the channel as comedy central, and therefore the examiner should
rule that the mark has secondary meaning and is distinctive.

B. The only ground for opposition that the opposers could raise is that of confusion
under section 2 c of the Lanham Act.  All of the opposers appear to have valid
registrations with a priority date before Viacom’s use of the CC mark, so they will
have to defend on the merits and survive a likelihood of confusion analysis under the
Polaroid factors.  

Vs. Creative commons

The first factor is a push because while creative commons has licensed hundreds of millions of works through their website with their CC logo, that doesn’t speak to how many people have viewed their logo or understand who they are.  A handful of
people could have gotten thousands of licenses for their pictures on flickr that no one
else really looks at.  The mark is also not inherently distinctive (for the same reason
as Viacom’s).  

The second factor cuts in favor of Viacom because the marks are not similar.  While
they both use black and white and the letter C, creative commons mark uses two C’s
that are fully enclosed in a circle.  Comedy central only uses one C that is enclosed in
a backward C.  Also, the proportion of the letters to the circle are different in creative commons mark to the proportion of the C inside the backward C in Comedy
Central’s mark.  Sound and meaning are irrelevant here, since it is a picture mark.  

The third factor, proximity of goods/services, also cuts in favor of Viacom.  It is hard to imagine that a television network devoted to comedy would be competing with an
IP licensing firm, even though they both do deal with creative content.  Comedy
central is more about distributing content in order to make money, whereas creative commons uses their mark more to let people know they can copy things (I think,
sorry, not too familiar with them).

The fourth factor, bridging the gap, favors Viacom as well.  Comedy central is a
content provider, whereas creative commons merely licenses already created stuff—
i.e. it doesn’t distribute content.  It is doubtful that creative commons will start
running a television network anytime soon considering the enormous costs involved.  

The fifth factor favors Viacom because there is no evidence of actual confusion.

The sixth factor also favors Viacom because they picked their mark in order to make
a jab at the copyright symbol, not in order to copy creative commons, although one
could argue that creative commons is also taking a jab at the copyright symbol.  

The seventh factor favors Viacom because there is no evidence that their product is
of poor quality.

The eighth factor also favors Viacom because people who are familiar with creative commons probably know enough about it to realize that they aren’t now operating a
TV channel.  

Weighing all the factors there is no likelihood of confusion between the creative commons mark and the Viacom mark, so the mark should not be denied based on the opposition.

Vs. The Cubs

The first factor favors the Cubs because there mark is famous on baseball hats, shirts, uniforms, on TV, and all sorts of other merchandise.  The Cubs are one of the most popular franchises in one of the most popular sports in the world, and they have been using their C within a circle mark for decades.

The second factor strongly favors Viacom, because the marks are not similar at all.
The Cubs mark is in red and blue, whereas Viacom’s mark is black and white.  The
Cubs mark also says the word “Cubs” in the circle, and the Proportion of the C inside
the circle is much larger than the C in the Comedy Central logo. The Cubs circle and
C are also much thicker than the Comedy Central C’s.  Also, the Comedy Central logo does not enclose the C with a circle, but rather uses a backward C.

The third factor also favors Viacom, because although the services are both broadly in entertainment, and they both use digital and video (TV) as a platform, the Cubs offer sports entertainment, and Comedy Central offers, well, comedy.  One could argue that
the Cubs teams are often comical in their ineptitude, however that is not the same
type of service that Comedy Central offers.  The Cubs also license the crap out of
their mark on just about any article of clothing or anything that could have an image
on it, and Comedy Central tends to stick to just using their symbol in connection with comedic expressive content.  

The fourth factor favors Viacom because although they are both content providers,
sports and comedy are distinct markets, and it is unlikely that a sports team will start
to offer stand up comedy and movies on a TV station anytime soon.

The fifth, sixth, and seventh factors all favor Viacom as explained in the Creative Commons analysis above.  

The sophistication of consumers is probably once again a wash, though it is doubtful
that Cubs fans would believe their lovable losers had gone into the comedy business.

Because the marks are so markedly dissimilar and the goods/services offered are
similar, as well as the several other factors in Viacom’s favor, the examiner should
rule that there is no likelihood of confusion and not grant the Cub’s opposition.    

Vs. Springer Media

The first factor favors Viacom, because the Compliance Insider mark is relatively new in the marketplace, and there is no evidence of a substantial market share, or any public recognition whatsoever.  One would have to think it is tough sledding to gain recognition and compete in the field of online advertising with global giants like Google.   

The second factor slightly favors Viacom because although the Compliance Insider mark is probably the most similar to the Comedy Central mark of the three opposers, it still has significant differences.  Firstly, the Compliance inside mark is brown, whereas the Comedy Central mark is black and white.  Also, the two C’s in the Compliance insider mark are thicker than those in the Comedy Central mark.  The Compliance Insider C’s are also less circular than the Comedy Central C’s, they almost appear like elbow macaroni.  The Compliance Insider C’s also do not extend as close to a full circle as the Comedy Central C’s.

The third factor favors Viacom because Comedy Central is a content provider.  Comedy central sells viewers to advertisers, it is a firm like Springer Media that creates ads and places them on things like the Comedy Central website, so the two goods/services are not similar.  

The fourth factor also favors Viacom, because it is unlikely that Springer Media, an advertising firm, would start actually providing content. 

Once again, factors 5, 6, and 7 favor Viacom as analyzed above in the Creative Commons analysis.  

Factor 8 also favors Viacom because consumers of an online advertising firm would likely be sophisticated businesses who would be less likely to be confused than an ordinary person.  

Weighing all of the factors the examiner should find that there is no likelihood of confusion and he/she should deny the opposition from Springer Media.  

Neither Springer nor Creative Commons have the requisite fame to challenge the registration based on dilution, however the Cubs probably do have enough fame, similar to the Boston Red Sox.  Under the dilution test for blurring or tarnishment though, the Cubs lose again as 1) similarity of marks goes against the Cubs as discussed above 2) distinctiveness of plaintiff’s mark weighs for the Cubs as discussed above 3) exclusive use for plaintiff weighs against the Cubs as we have seen the copyright symbol is similar as is Creative Commons and the Springer media and probably others 4) degree of public recognition weighs for the Cubs but is mitigated by the fact that the marks aren’t similar 5) intentional association—there is none and 6) actual evidence of association there is none.
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Question 4(A): The Comedy Central (CC) logo should be found to be suggestive and thus inherently distinctive. While CC would normally just be descriptive of the abbreviation for “Comedy Central,” what turns this into a suggestive mark is the fact that the “C” has been turned around, in order to represent a higher message of humor that the logo aims to invoke. A mark is suggestive if requires some degree of imagination to associate logo with the underlying service of product. Here, as explained by the senior VP, the upside down C “represents an irreverent wink.” In addition the design firm refers to the logo as turning the notion on of the corporate world on its head as and as subtle humor. In connection with entertainment services, it would take some mental processing to realize that the logo is a variation on the corporate copyright symbol and thus is related to a channel connected with a comedy channel that provides entertainment services. It can also be viewed as suggestive, because Viacom, a corporate entity, is using a logo that makes fun of the corporate world. This makes it somewhat like the “green indigo” mark, which was found suggestive for clothing, because of the contradiction it encapsulated, while still maintaining some connection to the underlying goods.   


Question 4(B): Each of the companies would oppose the mark under § 2(d), which bars registration of a mark that is confusingly similar to a mark previously registered with the PTO. 

Creative Commons

Strength: The mark has at least acquired secondary meaning, given the mark’s incontestable status. In addition its marketplace strength is relatively strong given the amount of works using the license and their appearance on popular websites. This factor moderately favors Creative. 
Similarity: The symbols are dissimilar in terms of sight and meaning (sound doesn’t play a role here). In terms of sight, there are two C’s within a circle in Creative Commons’ logo, whereas Comedy Central contains one C within a larger upside-down C. The logos also invoke two different meanings. For Creative Commons, the two C’s represent the initials of the company and the overall image represents a copyright symbol, which invokes Creative Commons as a licensor of copyrighted goods. The meaning of Comedy Central’s logo invokes a different meaning, namely humor by turning the copyright logo upside down invoking a humorous undertone. This factor weighs in favor of Comedy Central. 


The second mark for which Creative has a registration is also dissimilar since its registration includes the text “creative commons.” The text is sufficient to distinguish the mark from Comedy Central’s, since Comedy Central’s logo does not include any text. 

Proximity of Services: This factor tips the scale in favor of Comedy. Comedy Central provides entertainment services, whereas Creative Commons provides licenses for intellectual property. Somewhat related, it is not likely that Creative Commons would ever bridge the gap and start providing entertainment services. Again, it supplies licenses for intellectual property that may or may not be related to entertainment services that Comedy Central provides.  


Thus, in my opinion, no likelihood of confusion will arise from registering Comedy Central’s logo. 

Chicago Cubs

Strength: The Chicago mark is strong. Its incontestable status means that it has at least acquired secondary meaning and in terms of the marketplace, virtually everyone recognizes this mark. Chicago takes this one. 

Similarity: These marks are dissimilar, especially in terms of sight. The Chicago logo includes the word “cubs” which serves to differentiate it substantially from the Comedy Central Logo, which does not include a word. Were “ubs” not included within the mark, an argument could be made that the two look similar (a smaller C inside a larger letter). However, given the Chicago Cubs’ mark as registered, this factor tips in favor of Comedy Central. 

Proximity: Proximity of the goods is the nail in the coffin for Chicago. Though both deal in pre-recorded materials, Chicago deals only in that type of material with respect to baseball. Baseball recordings are different than entertainment-related television programs. Nothing in Comedy Central’s application implies that it would be used for entertainment services that are at all in connection with sports and thus the two services are distinguished. Relatedly, no one would ever think that the Chicago Cubs had expanded into the realm of entertainment services upon seeing Comedy Centrals’ mark. 


Since two of the big three factors favor Comedy Central, this opposition should be dismissed. 

Compliance Insiders

Strength: Compliance Insiders was registered but has not received incontestable status and therefore may still be challenged on the grounds that it is descriptive. Therefore, its conceptual strength, if it has any, is relatively low. Its marketplace strength is also low, since it has only been in use since May 2010. This factor tips doesn’t seem to tip in favor of either party. 

Similarity: Though the picture logos are similar and standing alone might merit further investigation, Compliance’s mark is registered along with the text. Thus, the marks are wholly dissimilar since Compliance’s mark includes a logo with the text clarifying for whom the logo stands and Comedy Central’s just includes a logo. 

Proximity of Services: The services provided by each company are completely dissimilar such that there is no likelihood of confusion. Compliance offers an internet advertising services and online searches for the purpose of corporate governance and compliance whereas Comedy offers broadcasting services in streaming form and for the purposes of entertainment. 


Overall, therefore, Compliance Insider, too, should fail in its opposition against Comedy Central.
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Question 4:
A.  


The examiner should classify the mark as suggestive, and thus, inherently distinctive.  Knowing the mark and the product it is used to identify, it does take a moment of thought to figure out the connection.  It is not a connection made immediately.  Specifically, the reversed C is not immediately recognized as a “C”, and so it is not immediately obvious why this is a mark for “Comedy Central”, even knowing that it in fact is.  It seems that design marks such as this are almost by definition inherently distinctive, as a consumer seeing a mark like this would immediately recognize that it is only present to identify the source, in other words, it is being used as a mark.  

B.


Lanham Act § 2(d) bars registration of a mark if it is likely to cause confusion.  

I’ll take Creative Commons opposition first.  A standard likelihood of confusion analysis shows that Creative Commons mark is quite strong.  It is used in over 400 million works and it is registered. 


The marks are quite similar.  They both involve the letter c in a circle, in black and white.  However, they are not identical.  Creative Commons mark is 2 “c’s” tp Comedy Central’s one, the colors are reversed, and the Comedy Central circle is open at the left side, whereas Creative Commons is closed.   


There is somewhat narrow proximity of the goods and services.  Comedy Central uses its mark for television programs and online information related to it.  Creative Commons uses its mark for intellectual property, including photos and presumably, videos. 


There is no evidence of actual confusion, or of bad intent.  No evidence is presented regarding the sophistication of buyers, nor is it apparent to me why the relevant consumes would care about source here.


The analysis here does not indicate a likelihood of confusion between these two marks.  While the marks share many traits, Creative Commons simply does not have rights to all marks using the letter “C”, circles, and the colors black and white, and the two marks are not so similar that a casual glance cannot immediately tell them apart.  Additionally, while the goods are somewhat in proximity to each other, the fact that Comedy Central is a brand, while Creative Commons is a standardized licensing scheme provides some additional space between the products.  Creative Commons’ opposition should not prevent registration of Comedy Central’s mark.


The Chicago Cubs have an extraordinarily strong mark, although in this case I think that actually makes confusion less likely, not more.  There is similarity between the marks.  Both marks are a C within a circle, although the cubs mark uses colors, and actually says Cubs in it, whereas Comedy Central’s mark is black and white and the outer circle is open on the left side.  The goods are not really in close proximity.  Both products are on television, but so is everything else these days.  I do not know if the Cubs have their own dedicated TV channel in the Chicago area (such as NESN in Boston or the YES network in New York), but if they do, that may move this factor closer towards favoring confusion.


No evidence of actual confusion is here, and no evidence of bad intent.  The sophistication of buyers doesn’t seem to favor confusion here, as everyone can tell the difference between baseball themed goods and services and non-baseball themes goods and services.  As in the Creative Commons analysis, I think that the dispositive factor is the lack of similarity between the marks.  It seems very unlikely to me that any reasonable consumer would get these two confused.  The Cubs opposition should not prevent registration of the Comedy Central mark.


Compliance Insider’s mark is not as strong as the Cubs, although it is registered.  It is extremely similar, however, to Comedy Central’s mark.  Except for the words “Compliance Insider”, they’re essentially identical to each other, the only differences being a slightly thicker font and the color brown instead of black.  


There is wide proximity between the goods and services here, no evidence of actual confusion or bad faith, and again, sophistication of buyers doesn’t seem relevant.  But the degree of similarity is hugely important.  Given that the marks are virtually identical here, the likelihood of confusion is quite high, and Compliance Insiders’s opposition ought to bar Comedy Central’s registration under § 2(d).
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Question 5:   

After Wal-Mart it is nearly impossible to get a court to rule that unregistered trade dress is inherently distinctive, unless it is a restaurant (Two Pesos), so Sketchers will have to show secondary meaning to have a cause of action against Steve Madden for a section 43 a “trade dress” claim.  Sketchers also must show that there is a likelihood of confusion and the trade dress is not functional.

Sketchers can probably show that there is secondary meaning in their “Twinkle Toes” line.  The line has been around for 7 years, and Sketchers sells a vast quantity of shoes, somewhere in the range of 30 million dollars per quarter on Twinkle Toes, which is roughly 100 plus million dollars per year.  Sketchers has also spent millions advertising its sneakers, and many of the ads include Twinkle Toes shoes.  The shoes are also available for purchase in retail outlets all over the country and in the online shoe giants of amazon and zappos.  These facts establish that a significant number of prospective shoe buyers would associate the bedazzled toe trade dress of Twinkle Toes with Sketchers, which is enough to establish secondary meaning.

Sketchers would also be likely to prevail on the likelihood of confusion analysis and the Polaroid Factors.  The first factor favors sketchers, because as described in the secondary meaning analysis a substantial number of shoe consumers would associate the twinkle toe trade dress with sketchers, because of the significant sales and advertising and presence in the market with their stores and online.  The second factor also favors sketchers, because the Stevies copy the distinctive element of the Twinkle Toes, which is the bejeweled rubber toes and fanciful designs on the sides of the shoes.  It would be difficult to tell which shoes were which when walking past someone on the street who was wearing them, so the overall look and feel of the Twinkle Toes have been captured by Steve Madden.  However, both the sketchers shoes and the Steve Madden shoes have separate and distinct word TM’s on the shoes, so that mitigates some of the similarity, though the word marks certainly do not overcome the whole trade dress because they are only a small part of it that may not even be noticed in comparison to all the sparkly stones and fancy designs.  The third factor clearly favors Sketchers, because they both sell shoes and are direct competitors.  Bridging the gap is irrelevant since they are direct competitors, and presumably are both marketing their twinkly shoes for the same demographic.  The fifth factor weighs in favor of Steve Madden because there is no evidence of actual confusion.  The sixth factor is inconclusive, because there is no evidence of actual intent to copy, however it is hard to imagine that Steve Madden did not know of the Twinkle Toes line, or that the Stevies line was very similar to it.  The seventh factor is inconclusive because we don’t know about the quality of the shoes.  The eighth factor probably weighs in favor of sketchers, because people shopping for shoes, especially kids shoes like these, probably don’t care about the brand and only care about how they look.  

Overall, since the big three factors and the eighth factor weigh in favor of sketchers a court would find a likelihood of confusion of trade dress.            

The Twinkle Toes trade dress is not functional in a traditional sense of serving a utilitarian purpose because it is merely decorative, but it may be aesthetically functional.  There is a strong policy argument made in Wal-Mart that we don’t want to give a company a monopoly over the idea of a cool design—like Penguin cocktail shakers.  This case is also different than Automotive Gold in that it is trade dress rather than a specific logo.  The test from AU Gold is whether protection would put the competitor at a significant non-reputational related disadvantage.  Protecting the Twinkle Toes trade dress would do this, because no one would be able to compete with sketchers in the sparkly shoe market.  The inherent value of the Twinkle Toe’s design and trade dress is not that it denotes a reputable source, but rather that it looks nice, and that’s a hallmark of aesthetic functionality, much like in the Honeywell case.  Protecting the Twinkle Toes trade dress would probably foreclose many of the designs that competitors like Steve Madden could choose ala Tie Tech.  The other problem for the Twinkle Toes trade dress is that it is very broad and could encompass almost any shoe that would try to compete with Twinkle Toes by using any sort of sparkly things on the rubber toe or any sort of colorful design on the sides.  Sketchers may be able to have trade dress protection for SPECIFIC INDIVIDUAL Twinkle Toes designs, but because of the significant diversity in the shoes and plethora of possible designs Sketcher’s description cannot meet the consistency requirement of Hammerton because the description is just too broad.  Some are boots, some are sneakers, some use laces, some are Velcro, some are high top, some are low top, some are black, some are white etc.  Because the proposed Twinkle Toes trade dress is overbroad and would foreclose too many possible designs, essentially putting competitors at a non-reputational disadvantage the Twinkle Toes designs should be considered aesthetically functional and not be given protection.  

Even though there is secondary meaning, the fact that there are actual word marks on the shoes should assuage any fears of confusion a court may have, and allow the functional aspects of the design to become decisive.  There is also the case of the Christian Louboutin shoes where the court found that even though there was secondary meaning in the red soles of the shoes, the red soles were functional because provided an aesthetic benefit to the bottom of shoes, and the court did not want to foreclose competitors from being able to use a specific color on a specific part of a shoe.  This case with the Twinkle Toes is similar, because a court would most likely not want to prevent shoe makers from being able to put rhinestones on the toes of shoes or have colorful and sparkly designs on the sides.
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Question 5: 


While Sketchers can show a likelihood of secondary meaning in connection with its product design as well as a likelihood of confusion, it will fail in its claim for failure to prove that the design is non-functional. 

There is no evidence that this is a registered trade dress, so Sketchers would have to pursue its infringement claim under § 43 (a). Under Wal-Mart v. Samara, it must first be decided whether this is product packaging or product design. Product design can never be inherently distinctive and thus will require secondary meaning in order to receive trademark protection, while product packaging may be inherently distinctive. Given the Federal Circuit’s holding in In re Slokevage as well as the Supreme Court’s warning to err on the side of caution when classifying trade dress as product packaging, I would classify this as product design. Here, the trade dress has been “incorporated into the garment itself.” It renders the garment more appealing to customers, especially little girls who wear the shoes.   

Therefore, to receive protection, it must be shown that Sketcher’s has the requisite secondary meaning. Secondary meaning occurs when a mark “has been used so long and so exclusively by one company in association with its goods and services that the word or phrase has come to mean that those goods or services are the company’s trademark” and may be shown by the following: Direct consumer testimony and consumer surveys, exclusivity, length, and manner of use, amount and manner of advertising, amount of sales and number of customers, established place in the market, proof of intentional copying. See Wolff Appliances. Here, secondary meaning is shown by the millions of dollars it has spent in advertising, the length of use (7 years; 10 years was enough in Wolff), its volume of sales ($28 million, which is a pretty significant number, though it does not reach the $800 million in Wolff), and established place in the market (272 retails store plus availability at major shoe retail outlets online). Likening this case to Wolff, a reasonable juror could decide that Sketcher’s has acquired secondary meaning in its trade dress. 

Thus, we proceed on a traditional likelihood of confusion analysis. 

Strength Of Sketchers’ Trade Dress: In terms of conceptual strength, product design requires secondary meaning, so Sketchers’ trade dress may have at least acquired distinctiveness. In terms of marketplace strength, Twinkle Toes brings in substantial revenue and is advertised widely. Overall, the factor favors Sketchers. 

Similarity of Trade Dress: They are pretty much the same. Both include a canvas sneaker, a bedazzled toe cap, with canvas uppers. This factor weighs in favor of Sketchers. 

Proximity of Products: They are both shoes, presumably for girls/women or those inclined towards boldly “fashionable” shoes. Sketchers for the win.


Bridging the gap and quality of the products have no weight in the analysis. In terms of good/bad faith, Steve Madden is notorious for ripping off of other peoples’ shoe designs, so bad faith might be inferred. In addition the sophistication of the buyers might be pretty low since these are moderately priced shoes. Either way, the big three favor Sketchers, so there is a viable likelihood of confusion claim.


While Sketchers’ claim will be defeated at this stage in the analysis or on a functionality basis explained below, it is worth noting here that the Polaroid factors are non-exhaustive and a court may look to other things such as clear labeling to dispel a likelihood of confusion claim. If the courts in Conopco or McNeil were examining this case, they would likely take into account that, though Steve Madden has copied Sketchers’ trade dress, its prominent display of the Stevie’s mark on the tongue and bottom of the shoe mitigates any likelihood of confusion.  

However, if Sketchers is allowed to proceed anyway, its claim will be defeated at the functionality stage of the test. In addition to secondary meaning and a likelihood of confusion, a plaintiff who is asserting non-registered trade dress must show that the trade dress is non-functional. See Qualitex, TraFix. This is where Sketchers fails, because it goes too far in asserting its trade dress. This may be functional under the traditional functionality doctrine in Inwood or an aesthetic functionality. Under traditional functionality, a product is functional if it is affects the cost or quality of a product. Here, Sketcher’s claims trade dress rights to a canvass sneaker in addition to the bedazzled toe cap and colorfully-designed uppers. It may be that canvas is the cheapest material by which to make such a shoe and thus Sketchers’ design is functional in that it affects the cost or quality.  

A more persuasive argument, however, is that the design is aesthetically functional, because the design feature is an important ingredient in the saleability of the Twinkle Toes line. Consumers likely buy the Twinkle Toes line because the toe caps and canvas uppers with colorful art designs are fashionable (at least to them) and thus more appealing because of the trade dress. To grant Sketchers an injunction against Steve Madden would stifle competition and give Sketchers a monopoly on a wide variety of shoes—as evidenced by the fact that multiple shoe designs, including the Chuck Taylor-like sneakers, high-tops, and Ugg-like boots would be covered by the injunction. Under Qualitex, such an injunction therefore puts a competitor at a “significant non-reputation related disadvantage.” This would require an intensive factual inquiry into what consumers sought when purchasing the Twinkle Toes line and the case would likely be remanded in order to determine why customers purchase the Twinkle Toes line, but Steve Madden has at least presented a jury question as to whether Sketchers’ shoes are aesthetically functional. Given the fact that policy favors Steve Madden, however, Steve Madden would likely win, and functionality would trump any secondary meaning that Sketchers has created in the market.
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Question 5:

The first question is whether Sketcher’s trade dress can function as a mark, and thus be entitled to protection at all.  I will assume that Sketcher’s trade dress is not registered.  The Supreme Court has said that product design cannot be inherently distinctive (Walmart), and thus can only function as a mark with a showing of secondary meaning.  


Sketchers’ trade dress here is clearly product design.  It spends millions of dollars on advertising, has sold shoes with this trade dress for 7 years, has over 200 retail locations and sells approximately $28 million worth of shoes with this trade dress per quarter.  They would likely have to submit some survey evidence showing that consumers recognize that the trade dress indicates a particular source of the shoes.  Given their substantial market presence, I feel confident they could establish secondary meaning for the trade dress, which means it has acquired distinctiveness, is thus capable of being used as a mark, and is thus entitled to protection under trademark protection.

Competitors are allowed to copy functional aspects of trade dress.  Because the trade dress is (presumably) not registered, under Lanham Act § 43(a)(3) Sketcher’s has the burden of proving that the trade dress it claims protection for is not functional.  

A vulcanized canvass sneaker with a toe cap and canvas uppers are probably functional elements, as one wears a sneaker to cover one’s foot, and these are some means by which that is accomplished.  As noted by the Supreme Court in TrafFix Devices, “it is the reason why the device works.”  The shiny elements adoring the toe cap and the colorful art designs or patterns are not.  But Sketchers is not seeking protection for all vulcanized canvass sneakers with toe caps and canvas uppers.  It is seeking protection only for those that are adorned with shiny elements and colorful art designs and patterns, and shoes fitting that description are not likely to be considered functional.  


It is possible that those features are aesthetically functional, that is, the trade dress functions not merely as an indicator of source, but is itself one of the features that causes consumers to like the product and to want to purchase it.  This question requires a competitive necessity requirement.  In other words, we have to ask whether the trade dress confers a benefit to the product that is so significant that competing manufacturers simply cannot compete without copying the trade dress.  See Qualitex.


That does not appear to be the case here.  If Sketchers claim is successful, Madden will be prohibited from making shoes that fit within the description of the trade dress.  That does not prevent Madden from making shoes that, for example, are adorned with shiny elements.  It merely means they cannot combine that trade dress with canvas uppers, a toe cap, and vulcanized canvas sneakers.  There are a very large number of shoe designs possible, and it doesn’t seem that Sketchers is claiming protection over a disproportionate amount of them.


So, if Sketchers trade dress is protectable, and is granted protection, the next question is whether Madden is actually infringing on that trade dress.  That requires a likelihood of confusion analysis.


The strength of Sketchers trade dress seems strong.  It has substantial sales over a number of years.  It appears to be conceptually strong as well.  Having seen 10 different examples, it is clear that the trade dress encompasses a consistent and verbally articulable concept.  


The degree of similarity between the trade dresses seems to be high.  Visually, they both appear to fall within the same design concept, verbalizes by Sketchers in the given facts.  Madden’s trade dress includes “Stevie’s” in large letters on the bottom of the shoe, and most importantly, on the tongue.  This does differentiate Madden’s shoes from Sketchers, even while the shoes in general fall within the description of Sketchers trade dress.


The proximity of goods is identical.  They both sell shoes, presumably to the same demographic, although no sales facts are given for Madden’s shoes.  No evidence of actual confusion has been presented, and there is no direct evidence of bad intent by Madden, although given the similarity of the products that may be easily inferable.  The sophistication of the buyers in this case most likely weighs against likely confusion.  While the goods are very similar, buyers of shoes of this type are especially likely to be aware of which brand names they are purchasing.  Additionally, online shopping (from which Sketchers, and possible Madden, makes a portion of their sales,) is conducted in such a manner that the consumer is much less likely to be confused by similar trade dress into looking at the wrong manufacturer’s products, than they would be in person.


Confusion is likely here.  While the “Stevie’s” mark on the tongue of Madden’s shoes is prominent enough to dispel any confusion, the overall similarity of the trade dress is strong enough to cause initial interest confusion.  The consumer is likely to become interested in Madden’s shoes due to the trade dress.  Even though the consumer will notice the Stevie mark and dispel any confusion before she purchases the shoes, Madden is still free-riding on Sketchers trade dress to attract that initial interest.
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Question 5:

The first issue is whether Skechers has any protectable trade dress. Under the Walmart decision, product design can never be inherently distinctive but product packaging can be inherently distinctive. In order to get protection for product design, the trade dress owner must show secondary meaning. If in doubt about whether it is packaging or design, the court should err in favor of calling it design. Here, there is not much doubt that this is product design. Therefore, the first question is whether there is secondary meaning in the design of these shoes.


This inquiry focuses on whether there is an association between the mark or trade dress and the producer. Several factors are relevant in determining whether secondary meaning exists. The length and manner of the use trade dress favors Skechers. It has been selling this line of shoes for over 7 years, and there is no indication that this was nonexclusive use of the trade dress; this factor is balanced however by the fact that it looks like there are many different designs so it might be harder to show secondary meaning than if there were just two or three. It also sells over $128 million worth of Twinkle Toes shoes each year. Assuming that has occurred over 7 years, that is almost a billion dollars in sales. Skechers advertises the shoes heavily and spent millions placing the products in popular magazines and on billboards; additionally, it is relevant that the ads feature photos of the shoes themselves so that the product design is associated with Skechers not just the Twinkle Toes style name. Finally, the large scale retail network of its own stores in conjunction with mega merchant online retailers and department stores supports a finding of secondary meaning. I would like to see some consumer surveys and discussion with real consumers, but unfortunately that is absent. We also don’t know what Steve Madden’s intent was in designing his shoes the way he did. Intentional copying would favor a finding of secondary meaning. I think the evidence supports a finding of secondary meaning in plaintiff’s trade dress.


Given this finding, we then need to analyze whether infringement has taken place or whether aesthetic or utilitarian functionality trumps the secondary meaning of plaintiff’s trade dress. It is also notable that because this is unregistered trade dress, the burden lies on Skechers to demonstrate non-functionality. §43(a)(3). 


Based on the recent Loubiton red sole case, I do not believe Skechers is going to be able to show non-functionality. Skechers seeks to protect three different elements in combination, and each of them exhibits either aesthetic or utilitarian functionality. You cannot combine functional elements and magically make them non-functional in combination, so I believe that Skechers will lose its trade dress infringement claim for functionality reasons.


The first element is a vulcanized canvass sneaker. This is a functional element because it is essential to the use or purpose of the sneaker or affects its cost or quality. Traffix. Even though there are other ways of making sneakers, using plastics or leather or unvulcanized, this is still a  functional way of doing so and can’t be monopolized by trademark. 


The second element talking about a “toe cap adorned . . .” is aesthetically functional because protection of this feature would impose a significant non-reputation-related competitive disadvantage. (Automotive Gold I think). Like the red soles in the Loubiton case, the court is likely to find colors, sequins, gems, and the like to be aesthetically functional in the fashion world. This is the proper determination because people want to buy sparkly shoes and other things. We can’t let a trademark owner get a potentially infinite monopoly on a design that we like because of the design, not because of its identification with a particular owner.


The third element, “canvass uppers distinguished . . .,” is also functional in the utility sense because of the canvas and aesthetically functional because of the colorful art designs language. Like the example in the second factor, we can’t permit a monopoly on designs on canvas uppers. I’ve seen people who like to draw or paint on their canvas shoes. Are they suddenly going to be infringing Skechers trademarks? That is not a result that trademark law should advance.


The functionality of all three elements means that the court should find functionality and non-protection even if it finds secondary meaning.


Even if the court comes out the other way and says one of the elements is non-functional, thus potentially making the trade dress as a whole non-functional, the inadequate pleading by Skechers should result in a finding of non-infringement. First, the description is not consistent across the entire line, which suggests Skechers might just be trying to get protection against copying like in the Walmart case. There is a boot in this line that does not look like it is made of canvas and lacks a colorful design. This boot contradicts with the language in the description like the trash can in the tube benches trade dress case we looked at. Misdesription of the line and products within it warrants non-protection because it does not give proper notice to potential competitors on what exactly it has to avoid doing in order to effect an appropriate design around.

Also as in the tube case, the vulcanized canvass sneaker and canvass uppers are in common use for shoes so you can’t claim that as your own. This further supports a finding of functionality. 

The court should either rule no infringement on functionality grounds or inadequate pleading, but if it decides in favor of Skechers on both those grounds, there is probably a likelihood of confusion. I will do a short circuited analysis of LOC because I strongly believe the court won’t reach this area. Skechers trade dress has marketplace strength; favors Skechers. Madden’s shoes are similar in sight and the presence of the Stevies mark does not cure it because it would be covered by the laces and is only otherwise on the bottom of the shoe. Additionally, the capital S starts off both words; favors Skechers. We would really need more facts to do an analysis of the rest of the factors.

Skechers should lose its trade dress infringement claim.
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