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The exam, with four very different questions, was challenging.  The good news is that people were able to do well by showing insight in some answers without necessarily hitting every possible complexity.  This feedback memo identifies major issues and possible answers.

Question 1 (Bollywood): A major threshold issue was what type of mark BOLLYWOOD RENTALS is.  Reasonable answers included: descriptive, suggestive, geographically descriptive, “geographically suggestive,” and geographically misdescriptive.  Some discussion of your choice was important, because it affects the analysis of when and how BR acquired rights (if it did) in the mark.  (Some people noticed that, whatever they thought about BOLLYWOOD RENTALS for movies, it was probably arbitrary – or at least suggestive – for snacks, which aren’t rented.)  Given that most of BR’s movies were not from Bollywood, some explanation of why the mark wasn’t deceptive was needed, though most people concluded it wasn’t deceptive because of the expected qualities of a video rental store and because Bollywood videos were readily available at the stores.
A separate issue was the effect of HV’s “Hooray for Bollywood” promotion.  It’s possible that HV acquired trademark rights in the slogan, though many people pointed out that the long time between uses, and HV’s lack of concrete plans to use the slogan again, militated against finding any trademark rights.  Another tack was to argue that HV’s use of the slogan – as a slogan, not as a mark – was evidence that “Hooray for Bollywood,” and likewise BOLLYWOOD RENTALS, were descriptive, since consumers would understand them to be referring to qualities of the movies.

Some people analyzed only likelihood of confusion between “Hooray” and BOLLYWOOD RENTALS; a full answer required evaluation of likely confusion between BOLLYWOOD RENTALS and HOLLYWOOD VIDEO.  The standard Polaroid-type factors, modified for the registration context, guide the analysis.  The big three are: (1) Strength of opposer’s mark, considering both conceptual strength and marketplace strength; with conceptual strength, people who treated BOLLYWOOD RENTALS differently from HOLLYWOOD VIDEO needed to explain why, since the conceptual strength of one would normally seem to be equal to the conceptual strength of the other. (2) Similarity of marks; it was reasonable to go either way on this, though good answers mentioned both meaning and sight/sound.  (3) Similarity of goods/services and bridging the gap; though people sometimes distinguished between the parties’ store locations and customers, the goods/services are pretty similar.  Other considerations include channels of trade, which is where store locations might matter; registration, however, is granted for the goods/services in the application, and BR didn’t limit its registration to video rentals in immigrant neighborhoods, so the proper comparison was between the channels of trade set forth in the registration, i.e., stores anywhere.  Likewise, BR’s registration wasn’t limited to Bollywood videos, which affects the bridging the gap analysis (no gap to bridge).  Also: good faith/bad faith, sophistication of consumers (there was plenty of room for disagreement on this), actual confusion evidence (none, but that may be to be expected), and quality of products (almost never matters).
An opposer can, in fact, raise federal dilution as a ground of opposition.  Because registration is a different type of proceeding than a lawsuit, the TTAB has held that likelihood of dilution will suffice to bar registration, even though actual dilution is required under V’s Secret to get an injunction against use.
Question 2 (O Olive Oil): 
The soundest way to answer this question was to begin with the issue of priority of ownership, resolve who had superior rights in the mark for olive oil, then do an appropriate infringement/dilution analysis.  Proceeding otherwise led to confusion and often unnecessary duplication.
Most people recognized that the statutory presumption of abandonment for nonuse for 3 years would be triggered, unless O’s sales to chefs counted as bona fide use.  One could reasonably conclude either way – chefs aren’t ordinary consumers, and as friends of the owners they probably weren’t relying on the mark as an indicator of source, as in the Zazu case, but for a smallish gourmet enterprise it might have been enough.  Even if the use wasn’t bona fide, nonuse only raises a presumption of abandonment.  Again, one could reasonably go either way as to whether O could rebut the presumption by appealing to its lack of funds, attempts to resuscitate the mark a few years after the presumption attached, etc.  O’s intent is crucial, but vague intent not to abandon is insufficient, as the Amos ‘n Andy case emphasized.  Moreover, even if O abandoned the mark, a sympathetic answer could possibly treat its efforts in 2005, right before Safeway introduced O ORGANICS olive oil, as analogous use.
Some people made the error of treating O’s mark as incontestable.  While it didn’t make a big difference, incontestability is not automatic, and no information in the question indicated that O had properly filed for incontestability with the PTO.

Whoever owned the rights would have claims against the other.

Infringement: (1) Strength, again conceptual and marketplace.  Most people thought that conceptually the mark O OLIVE OIL was either descriptive or suggestive.  Further analysis would be helpful – what aspect of the olive oil does “O” describe?  Do you immediately know what qualities the “O” refers to, or does it require thought and reflection?  Some people claimed that “O” was generic, which required a lot of argument.  As for marketplace strength, people who thought that O was a strong mark for O needed to discuss the gap of time when O was off the market, when it was no longer in the public eye.  People who thought O was weak needed to discuss how initial marketplace strength may have faded over time.  (Another twist: People who thought “O” was descriptive and that O had abandoned needed to address the question of when, if at all, Safeway got any rights in “O” for olive oil.)
(2) Similarity of marks – does the addition of ORGANICS in any way serve to distinguish the marks?  (People who looked carefully at the O OLIVE OIL pictures could see that at least one of the O variants was made with organic fruit.)  Reference to the trade dress could help, though it was also possible to consider the trade dress confusingly similar, since the particular design elements at issue other than the color green are probably not necessary to compete.  (Note that the bottle label is clearly packaging trade dress, not design trade dress – the product is the olive oil, not the label – so the Wal-Mart rule of no inherent distinctiveness for product design is inapplicable.)  In addition, similarity might have been enhanced by the rule that likely confusion is not to be judged by looking at the products side by side, but rather by considering what consumers are likely to remember about one while looking at the other. (3) Similarity of products/bridging the gap.  While it’s possible to distinguish between organic and nonorganic olive oil, that’s slicing the olive a bit thin – this factor probably favored the mark owner, whoever that was; most of the considerations people used to tilt this factor in favor of noninfringement involved the channels of trade (sold in Safeway only v. sold in gourmet/specialty stores only).  Because the inability to make a side-by-side comparison can actually make confusion easier, different stores might not be a big barrier to confusion.
(4) Actual confusion.  No evidence, but then the Safeway version hasn’t been around long.  Also, if you think O’s the trademark owner, it’s a small enough business that it might be unfair to make it produce a survey, though you could also consider it a big enough enterprise that absence of a survey might count against it.  Actual confusion evidence is a big plus if it exists, but not dispositive if it doesn’t, since we’re only looking for likely confusion.  (5) Product quality.  Quibbles possible, but almost never important.  (6) Consumer sophistication.  Room for divergence here – maybe organic/Trader Joe’s customers are discerning and willing to pay slightly higher prices, or maybe olive oil is a standard consumer good that people don’t pay much attention to even when some is very high-quality.  (7)  Good faith/bad faith.  Safeway knew about O’s mark; that could provide reason to infer bad faith.  Given that Safeway didn’t start out making olive oils, it could also be argued that, even if it copied, it didn’t do so with any intent to confuse; but then it may have had an obligation to stay out of the olive oil market.  If you thought that Safeway was the senior user because O abandoned, you generally thought O acted in perfect (if mistaken) good faith, but at that point O arguably should have known about Safeway’s brand and of the risks it was running trying to resurrect a similar mark.

Some people discussed the possibility of initial interest and/or reverse confusion.  Initial interest might make sense for people who knew of one brand but saw the other; even if they later realized that Safeway wouldn’t sell products in Trader Joe’s or vice versa, they might have been drawn into a transaction.  Precisely because the channels of trade are distinct, that was a less powerful argument than it is in some cases, but it was certainly worth pursuing.  For those who concluded that O was the trademark owner, reverse confusion was a very powerful argument.  O, though possibly strong in a niche market, lacks the market power of Safeway, and could easily be overwhelmed by Safeway’s advertising, leading people who encounter it in TJ’s to assume it’s the junior/infringing user.  (Those who thought that the O mark was conceptually weak, however, would likely find reverse confusion less likely – reverse confusion occurs when a conceptually strong mark that is weak in the marketplace is overwhelmed by a similar mark with greater marketplace power.)  Given the important relationship between reverse confusion and mark strength, people did best when they integrated a reverse confusion analysis with the overall confusion analysis; people who considered it separately often ended up saying contradictory things about the strength of the mark/the likelihood of confusion.
Dilution: Federal dilution claims would need to clear the fame and actual dilution hurdles.  Whether the 13th Circuit should accept niche fame was an important question; people could argue either way.  If an answer concluded that niche fame should qualify for federal protection, it could reasonably find fame or not for both marks.  If an answer rejected niche fame, O’s mark probably isn’t famous, whereas Safeway’s mark might or might not be because of its widespread grocery presence for many goods, not just olive oil; either answer was reasonable.  Actual dilution was the real foundering point.  Unless you consider the marks identical – and then it was important to note that the marks are O (LEMON/ORANGE) OLIVE OIL & a design mark versus O ORGANICS for olive oil – there is no evidence of actual dilution.  If “identical” means “identical in their distinctive, nongeneric components,” you could consider them identical, in which case dilution could be shown through circumstantial evidence, the kind that would also be considered in a state dilution claim.  There are different approaches to determining dilution; a good answer picked between the IP Lund fame plus similarity approach and the Nabisco multifactor approach, and gave a reason for so choosing.
A state-law dilution analysis proceeded similarly, without the fame and actual dilution difficulties.  Some people pointed out that, though state laws refer to distinctiveness, most have required more than the bare distinctiveness required for trademark protection; O might not reach that heightened distinctiveness for dilution purposes.
A misunderstanding about the effect of registration on state dilution claims popped up for a number of people.  Federal registration never decreases a trademark owner’s rights.  The owner of a registered trademark can bring state dilution claims against a defendant who lacks a registration.  O’s registration therefore does not prohibit any dilution claims by O – O can’t sue Safeway for dilution as to those products for which Safeway has federal registrations, but it can sue for dilution for olive oil.  
Question 3 (federal publicity right):

This question offered a chance to discuss overall philosophy: Is free riding on a specific reputation a bad thing?  Is current federal protection from confusion as to endorsement or sponsorship enough to protect celebrities’ legitimate interests?  Strong answers took a position on these questions.
People disagreed on whether the definition of “identity,” which is essentially as broad as the 9th Circuit’s reading of California law in White, is a good thing or not.  They also debated whether it was good that the law is written to cover noncelebrities and people who, though well-known, did not commercially exploit their reputations in life.  As to the former, some thought that all people have natural rights to their own identities, while others thought that the practical difficulties justified limiting federal rights to actual celebrities.  As to the latter, some answers doubted the existence of such people, but eminences like Albert Einstein, Mother Theresa, and Robert Kennedy were famous without commercially exploiting that fame; should other people be allowed to do so?  Likewise, while answers generally supported the predictability of making rights transferable, they disagreed on whether publicity rights should extend after death, much less 50 years after death, which seems like a long time.

Many people focused on the exceptions for artistic works as either too narrow or too broad (or in some cases, both).  Answers debated whether impersonations generally would be protected, whether a portrayal that invoked but didn’t deliberately or clearly impersonate would be protected (as when Christian Slater reminds us of Jack Nicholson without portraying or describing Jack Nicholson), and similar issues.  The difference between the Rogers “artistic relevance” test and Saderup “transformative use” test was also important – by embracing Rogers and not mentioning Saderup, the proposed law arguably allows any portrayal of a celebrity on a T-shirt to fall outside the law’s protection.  People expressed uncertainty about whether clever plaintiffs could manipulate the “commercial advertisement” limit and suppress plays and the like as “in and of themselves” commercial advertisements for themselves.  Though my personal opinion is that the law says as clearly as it can that such bootstrapping isn’t allowed, it is a possible concern.

A complete answer also mentioned preemption: by getting rid of conflicting state laws, the proposed law would harmonize law nationally, which was generally seen as a benefit even when answers disagreed with the specific content of the law.
Question 4 (Save 411):

The key to this question was recognizing that it posed the same threshold problem of “use in commerce” as the Netscape, WhenU, and American Blind cases.  The best answers not only analyzed those cases, but invoked the statutory text itself, since the statute does define “use in commerce.” 15 U.S.C. § 1127:

a mark shall be deemed to be in use in commerce—

(1) on goods when—

(A) it is placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, ... and

(B) the goods are sold or transported in commerce, and

(2) on services when it is used or displayed in the sale or advertising of services and the services are rendered in commerce …
“Services” is probably the right focus of analysis.  However, that doesn’t necessarily answer the question, since the definition regresses to “use[] or display[] in the sale or advertising of services …”  If Save responds to a caller’s request for “Papa John’s” with a Domino’s ad, is it “using” the mark to sell or advertise services?  Reasonable minds can differ – “yes” answers emphasized the policy justifications for treating this like other, clearer uses, and the interest in preventing consumer confusion and protecting the value of the PJ mark.  “No” answers emphasized the formal requirements of “use” in most circumstances and pointed out that many other activities – including shelving house brands together with national brands in grocery stores – “use” those marks in some vague sense, but we don’t think those activities should be subject to trademark law.  Both positions appeal to confusion (or lack thereof) to define use, which seems to me a little dubious, but since every court to consider the issue has done the same thing that didn’t interfere with getting full credit.

Initial interest confusion and dilution were probably the strongest claims here.  The biggest problem relates to “use” – when you do the confusion or dilution analysis, what is the relevant mark?  DOMINO’S and PAPA JOHN’S are clearly distinct and not likely to cause confusion.  But if Domino’s is really “using” the PJ mark, then the relevant comparison, it seems, should be between PJ’s use of PJ and D’s use of PJ, in which case the marks are obviously identical.  Good answers noted this dilemma and explained, in a way consistent with the answer on the use question, why they picked DOMINO’S or PAPA JOHN’S as the appropriate mark.
Answers also diverged sharply on general approaches to likely confusion.  Some insisted that people who called an ad-based service would well understand that they’d hear an ad and were unlikely to be confused when they heard a Domino’s ad.  Others maintained that people are generally not very sophisticated or attentive about cheap impulse purchases like pizza, and so would be easily diverted into pressing “1” to get to pizza faster.  That argument definitely indicates some diversion through a capture of initial interest, but it leaves uncertain exactly what the “confusion” is.  Still, people gave good answers in both directions.  My personal feeling is that “initial interest” without confusion was likely, and that this problem – if it is a problem, as opposed to good old-fashioned competition – is probably better conceived of as a type of dilution.  Here, the value of the mark – its ability to come to the forefront of a person’s mind when s/he’s thinking “I want pizza” – is compromised by the form of advertising, which routinely diverts people from their initial impulses and thus diminishes the value of PJ’s good reputation.  That seems like, if not blurring, a type of dilution as discussed by Judge Posner.
Related to the “use” issue, the same registration/state dilution misunderstanding encountered in Question 2 also occurred here.  Again, the key to understanding the preemptive effect of a federal registration lies in the rule that registration of a trademark never decreases that trademark owner’s rights.  Some people said that PJ couldn’t sue D/S for state dilution because PAPA JOHN’S was a registered mark.  But neither D nor S have a registration for PAPA JOHN’S, and their use of the mark is what’s allegedly diluting.  (Perhaps an easier example: a deodorant maker calls its deodorant CHANEL but lacks a federal registration.  Chanel, owner of the registered mark CHANEL, sues for state dilution.  It can sue because its CHANEL registration is a shield against state dilution claims, but the deodorant maker doesn’t have a federal registration and thus doesn’t have the shield.  The same result would occur if a perfume maker used the false claim, “JASMINE: brought to you by the makers of CHANEL.”)
There was an interesting divergence in answers – as between Domino’s and Save, who’s the direct infringer and who’s the contributory/vicarious infringer?  People made interesting arguments on both sides, though I found it more persuasive to see Domino’s as the direct infringer.  If you think of Save as providing advertising services to Domino’s, it fits reasonably well into a contributory infringement pattern.  But what exactly is Domino’s providing to Save?  It seems like the answer is “money, and possibly the text of the ads.”  But that’s not what the contributory infringers we looked at provided – they provided specific goods and services.
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