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Question 1: Ding

All Boeing airplanes automatically make a “ding” sound to indicate to passengers and crew that a plane has reached its cruising altitude.  This sound is generally heard just before or after a flight attendant announces that the seatbelt sign will be turned off.  All the major airlines use a large number of Boeing airplanes; Southwest’s fleet has 60% of its planes from Boeing.  Southwest, however, has been the only airline to use the “ding” sound in ads.  Every Southwest radio and TV ad since 2001 has used the “ding” sound at the beginning, followed by the tagline “You Are Now Free to Move Around the Country.”  Many Southwest commercials show travelers and Southwest employees repeating the “ding” sound; some commercials have almost no audio other than the “ding” sound.

Southwest is known as a “bargain” airline.  Southwest’s market research indicates that over 75% of frequent air travelers associate the “ding” sound with Southwest, and that over 50% of occasional air travelers do so as well.  Moreover, Southwest also uses the word “ding” as part of its marketing.  For example, its DING! alert program offers computer users automatic notices of low fares to selected cities.  Since 2005, over 1 million computer users have installed DING! and used it to buy $60 million worth of tickets.
In 2006, Southwest was issued a registration for the “ding” sound for airline and travel services, and a separate registration for the word mark DING! for airline reservation and travel information services.

Northwest, like Southwest, has a large number of Boeing planes in its fleet.  Recently, Southwest sent Northwest a cease and desist letter demanding that Northwest discontinue use of the “ding” sound on its Boeing planes.  Federal aviation regulations require that a plane audibly signal readiness for takeoff, but do not specify what that signal should sound like.  Other airplane manufacturers use different sounds than Boeing’s “ding.”  For a cost of $5,000 per airplane, each of the 500 Boeing planes in Northwest’s fleet could be altered to make a different sound.
Northwest has also begun to run two TV ads that begin with a “ding” sound similar but not identical to the Boeing “ding.”  The first ad begins with a “ding,” then continues in the audio portion: “Some airlines promise freedom, but at a high price.  On Northwest, you can fly cheaply every day.  Don’t be a ding-a-ling.”  The second ad begins with a “ding,” then continues in the audio portion: “Northwest offers comfort and low fares every day.  So relax and enjoy the flight as much as you enjoy the vacation.”  Both ads prominently display Northwest’s name and logo throughout the ad, over images of happy travelers.
Both airlines do business in the state of Concordia, whose law includes the following provision: “Likelihood of injury to business reputation or of dilution of the distinctive quality of a mark or trade name shall be a ground for injunctive relief in cases of infringement of a mark registered or not registered or in cases of unfair competition, notwithstanding the absence of competition between the parties or the absence of confusion as to the source of goods or services.”

Southwest sues Northwest in the federal court for the district of Concordia.  Analyze Southwest’s claims and indicate who should win.  Concordia is in the newly formed 12th Circuit, which has no appellate precedent of its own; you may therefore argue for or against the adoption of other circuits’ (or district courts’) precedents to resolve the federal issues.  Because Concordia’s state trademark infringement law is identical to the federal law, you need not discuss it separately.  
Question 2: Walocaust
Wal-Mart is one of the largest retailers in the United States, with stores in every state.  It spends hundreds of millions of dollars each year in advertising, and almost 90% of Americans visit a Wal-Mart during any given year.  Market studies indicate that public awareness of Wal-Mart approaches 100%.  Over 50% of Americans have a positive view of Wal-Mart, 20% are neutral, and nearly 30% have a negative view, based on well-publicized criticisms of how Wal-Mart’s cost-cutting practices affect its employees and smaller competitors.  

Wal-Mart has incontestable registrations for the word marks WAL*MART and WAL-MART, as well as the blue Wal*Mart design:
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The registrations cover a wide array of goods and services, including clothing and dining wares/housewares.  In addition, Wal-Mart has a pending use-based application for the yellow “smiley face” for retail services, based on use since 1997:
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Charles Smith, an anti-Wal-Mart activist, created a website, http://www.walocaust.com.  On that site, he tells anti-Wal-Mart stories, links to other anti-Wal-Mart information, and sells merchandise (such as T-shirts, mugs, and bumper stickers) with the following blu and yellow design:
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Along with the reference to the Holocaust, many people will recognize the eagle as similar to that used in Nazi designs.

Smith lives in the state of Concordia.  As you recall from the previous question, Concordia’s law includes the following provision: “Likelihood of injury to business reputation or of dilution of the distinctive quality of a mark or trade name shall be a ground for injunctive relief in cases of infringement of a mark registered or not registered or in cases of unfair competition, notwithstanding the absence of competition between the parties or the absence of confusion as to the source of goods or services.”

Wal-Mart conducted a survey of consumer reactions to Walocaust T-shirts.  The respondents were 500 ordinary consumers who said they intended to shop at Wal-Mart during the next year.  Half (the test cell) were shown a Walocaust shirt with the blue and yellow design above.  Half (the control cell) were shown a control shirt that used a blue “ZAL*OCAUST” with the same blue eagle over a featureless yellow ball.

The survey asked: “If anything, what does this shirt make you think of? What it is about the shirt that makes you think that?”
93.2% of the respondents shown the test shirt thought of Wal-Mart; their answers mostly focused on the Wal- and the star.  By contrast, 21.5% shown the control shirt thought of Wal-Mart.
Respondents were also asked whether the shirt made them more or less likely to shop at Wal-Mart.  In the test group, 20.5% said they were less likely to shop at Wal-Mart as a result of seeing the shirt, whereas 2.5% of the control group gave that answer.
Wal-Mart sues Smith in the federal court for the district of Concordia, attacking both his use of the domain name walocaust.com and his sales of merchandise therefrom.  Analyze Wal-Mart’s claims and indicate who should win.  Again, Concordia is in the newly formed 12th Circuit, which has no appellate precedent of its own; you may therefore argue for or against the adoption of other circuits’ (or district courts’) precedents to resolve the federal issues.  Because Concordia’s state trademark infringement law is identical to the federal law, you need not discuss it separately.  
Moreover, you should not discuss the Anticybersquatting Consumer Protection Act, § 43(d) of the Lanham Act, 15 U.S.C. §1125(d).  (And you shouldn’t worry if you don’t know what that is, because we didn’t cover it.)
Question 3: iPhone
For years, there was extensive public speculation about whether Apple Computer would enter the cellphone market, following on the heels of its blockbuster iPod music players.  Though Apple refused to comment, as early as 2003, many Apple enthusiasts imagined what the “Apple iPhone” would look like, and there were even websites where Apple fans displayed their own designs for an “iPhone.”  It is perhaps not surprising that “iPhone” was the consensus name used by outsiders for the hypothetical phone, given that Apple had a series of i-prefixed products, including the iBook laptop, iMac desktop computer, iCal calendar program, iTunes music player, iMovie video editing program, iLife application suite, and a number of other programs.  By 2003, Apple had over 15 registered “i” trademarks, though only iMac, iTunes, iPod, and iBook had substantial recognition among the general computer-using public.  Public awareness of “iTunes” and “iPod” was over 75% by mid-2005.  A number of other companies also use “i” prefixes for internet- or computer-related products, including Sony’s iLink (a type of connection between hard drives) and the iBoat store (selling boating supplies over the internet), but none are particularly well-known.
On April 4, 2006, Apple (using an operating company with a different name in order to preserve secrecy) filed ITU applications for “iPhone” for telephone products and services, as well as for music services delivered wirelessly.  

At the very beginning of 2007, Apple announced that in 2008, it would begin selling an iPhone.  The iPhone will be a standard cellular phone using Sprint’s network.  It will also offer full internet and music functionality, incorporating iTunes and a number of other Apple programs.  Apple launched a website for the iPhone allowing consumers to sign up to receive alerts about the phone’s availability; within the first week, over 3 million people had signed up.

Infogear, a small Redwood City, Calif., start-up that developed consumer devices that allowed people to easily access the Internet without a PC, registered IPHONE for “computer hardware and software for providing integrated telephone communication with computerized global information networks” in March 1996.  This is the Infogear iPhone:
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Infogear’s iPhone connected via modem to an ordinary telephone dial-up line and allowed the user to use basic internet browsing and email functions.  It was not mobile or wireless.

In 2000, major equipment manufacturer Cisco acquired Infogear and all its assets, including its trademarks.  Cisco did not continue production of Infogear’s iPhone, though it did continue to sell iPhones in inventory until 2002.  In fact, Cisco discontinued producing all Infogear products.  A 2001 Cisco memo on the acquisition states, “Infogear’s iPhone trademark was its most valuable asset.  We should plan to use iPhone as the trademark for our next consumer product with major commercial potential.”  Cisco timely filed a statement of use under Section 8 and the mark remains on the Principal Register.
Cisco decided to use the iPhone trademark on a new family of voice over IP phones.  Voice over IP (VoIP) is a method of routing voice calls through the internet, rather than traditional phone networks; properly configured VoIP phones can connect with any other phones, just like cellular phones, as long as they can receive service.  Since May 2006, the iPhone trademark has been displayed on the boxes of two Cisco VoIP phones, the Cordless Internet Telephone 200 and the Cordless Internet Telephone 310.  Since December 2006, the website for those products has prominently displayed the iPhone trademark, but the product manuals (available in the box and at the website) refer to the “CIT200” and “CIT310,” respectively, rather than using the term iPhone.  
This is a picture of one of the boxes:
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Cisco has shipped 5,000 such boxes to retail stores since May 2006.  Approximately 2,000 have been sold and 2,000 returned to Cisco, while 1,000 remain on the shelves.  The iPhones have not done as well in the market as Cisco hoped, but because VoIP phones are relatively new technology, Cisco expects it will take several years before market penetration is substantial.
Apple’s ITU applications have been published for opposition, and Cisco has timely opposed them.  What are the relevant issues, and how should the PTO rule on the opposition?
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