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1.  (10%) What, if anything, would an applicant have to show in order to register the following marks?  Briefly explain your reasoning.

A. The Toy Store, for a business selling expensive sports cars. 

B. The following designs, for clothing, specifically women’s and men’s jeans.
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2. (30%) Paris Hilton is a wealthy socialite who is famous for being famous, and for having no other talents.  She has appeared on a number of TV shows, including a reality show in which she starred, and in several movies.  She is routinely featured in celebrity-focused tabloids.  She is paid for her entertainment-related services, including attending restaurant openings and movie premieres, and for wearing clothing and jewelry of particular designers.  In fact, central to her celebrity is her shamelessness: she will do whatever she is paid to do.  She often uses the catchphrase, “That’s hot!”  

Hilton has a registered trademark for THAT’S HOT for men’s and women’s clothing; the application was filed on an intent-to-use basis on July 27, 2004 and the mark was registered on February 13, 2007.  She has filed an ITU application to register THAT’S HOT for alcoholic beverages.  She has also filed an ITU application to register THAT’S HOT for electronic devices, namely, cellular telephones, CD players, hand-held personal digital assistant/electronic organizers, electronic gambling machines, and similar devices; this application has been published for opposition.

Hallmark Cards recently put out a greeting card with the following cover:
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The photo is an actual photo of Hilton, which Hallmark licensed from the photographer, a member of the paparazzi that follow Hilton wherever she goes.  

Analyze Hilton’s claims against Hallmark and indicate who should win the lawsuit she files.  Please note: Hilton is a citizen of California.  Your answer should therefore consider California law as well as any applicable federal law.
3.  (30%)  Since 1977, Apple Computer has consistently used an apple logo on its products and in its advertising.  The logo has appeared in various colors, including the following, though the first two are by far the most common:
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Apple routinely appears on lists of the top ten most valuable brands in the US, often in the top two or three.  The estimated value of the Apple brand worldwide is over $11 billion.  It is best known for computer-related products, but it also offers business and educational services.
Apple’s numerous registrations include the word mark APPLE for computers; computer programs; printed materials such as user manuals, newsletters, catalogs, magazines, and other periodicals in the fields of business, education, computers, entertainment, electronic commerce, and communications; pens and pencils; and posters, clipboards, and similar goods.  Apple also holds registrations for the Apple logo for the same goods and services, as well as for mugs, drinking glasses, and wine glasses; T-shirts, caps, and other clothing; on-line electronic greeting cards; and providing information via the Internet about “movies, music, videos, television, celebrities, sports, news, history, science, politics, comedy, culture, and current events.”  
Moreover, since 2002, Apple has operated three high-profile “flagship” stores in Manhattan, New York City, which have received extensive publicity and are known as tourist destinations.

In 2007, the City of New York applied to register the following mark (“NYC mark”):
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The goods and services for which it sought registration were: Publications, namely, brochures, booklets, and teaching materials in the field of promoting business, tourism, economic development and education on environmentally friendly policies and practices of the City of New York; beverage glassware; thermal insulated containers for food or beverage; dishes and plates; sweat shirts; T-shirts; caps; and education services, namely, providing public service announcements on policies and practices of the City of New York in the field of environmentally sustainable growth.

The new mark is intended to demonstrate New York City’s commitment to environmental (“green”) issues.  New York City has long been colloquially known as “The Big Apple,” but the City has never before attempted to register an apple design as a mark.  Nonetheless, numerous businesses in the New York City area use “Big Apple” in their trade names or trademarks.

The NYC mark was published for opposition, and Apple has duly opposed the registration.  Identify the issues and indicate how the examiner should rule.

4. (30%) Veronica Mars owns the Arbor Hill Vineyard, a small vineyard in upstate Concordia (which, for purposes of this exam, is one of the United States).  Concordia’s law includes a provision stating: “Likelihood of injury to business reputation or of dilution of the distinctive quality of a mark or trade name shall be a ground for injunctive relief, notwithstanding the absence of competition between the parties or the absence of confusion as to the source of goods or services.”

An arbor is “a shaded structure often covered with shrubs, vines or branches,” and many arbors are grape arbors.  In February 1997, Mars began using and registered ARBOR HILL as a mark for wine-based food products, but not wine. In September 1997, Mars opened the Arbor Hill Grapery, a retail shop selling Arbor Hill food products such as wine sauces, jellies, and vinegars. 
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Meanwhile, in March 1997, Starstruck Wines, a national wine distributor, began using and registered the mark ARBOR VALLEY for wine.  It made its first sales of ARBOR VALLEY in upstate Concordia in 2001.
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In 1997, Mars had her attorneys conduct a trademark search in connection with ARBOR HILL, but the search didn’t reveal ARBOR VALLEY.  In August 1998, Mars began selling FINGER LAKES brand wine with a label stating “made and bottled by Arbor Hill Grapery.”  
In June 1999, Mars began using the brand name “Arbor Hill” for wine. Sales have been local and modest, but persistent, and there has been some local media coverage. Between 2003 and the present, the annual gross revenues for the sale of all Arbor Hill products ranged between $200,000 and $550,000. Mars spent between $10,000 and $30,000 per year advertising Arbor Hill products, and more than 15,000 customers visit the Arbor Hill Grapery for wine tasting annually (though Mars sells a number of wines that are not branded with the ARBOR HILL mark).
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In 2005, Starstruck began selling Arbor Mist, which is wine mixed with fruit juice, to appeal to consumers who think ordinary wine is too sweet. The name Mist was chosen to evoke the frosted bottle in which the product would be sold and the “cold refreshment” of the drink.
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Arbor Hill wines cost $7-$12 per bottle, and Arbor Mist costs $3-$4 per bottle.
There are a number of other wines in the US that use “arbor” as part of their marks, including: Arbor Crest, Arbor Brook, Arbor Knoll, Arbor Frost, Arbor Trails, Thornapple Arbor, Bel Arbors, Old Arbor, and California Arbor. Starstruck conducted a trademark search in connection with its adoption of ARBOR MIST, but it didn’t specifically seek an opinion about any conflict with ARBOR HILL, though it was aware of the Arbor Hill Grapery.

Mars alleges that she has received a number of phone calls, emails, and letters from consumers confused about the association between Arbor Hill Grapery and Arbor Mist. Of the documented instances of alleged confusion, four were inquiries by people wondering if Arbor Hill produced Arbor Mist, one involved a mistake by a telephone operator, six involved people who actually bought Arbor Mist products and thought that it was produced by Arbor Hill, and 36 involved people who assumed that they could buy Arbor Mist at the Arbor Hill Grapery. Twice, local publications mistakenly referred to Arbor Mist as Arbor Hill.

Starstruck submits that, since 2005, it has sold over 50 million bottles of Arbor Mist nationwide and never received any calls or messages indicating confusion.

Soon after Arbor Mist was introduced, the parties began exchanging nasty letters, and they have now sued each other.

Analyze the parties’ potential claims and indicate who should win the lawsuit between them.
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